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Her bert F. Schwartz, Susan Progoff, Susan Loring Crane and Joseph
A. Clluffo of Fish & Neave for Precise Inports Corporation.

Anos T. Mat hews, Trademark Examining Attorney, Law Ofice 108
(David E. Shallant, Managi ng Attorney).

Bef ore Hohei n, Chapman and Rogers, Adm nistrative Tradenark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

An application has been filed by Precise Inports
Corporation, d/b/a Precise International, to register the mark
"SWSS M LITARY" for "watches".1?

Regi stration has been finally refused on the ground

that applicant’s mark consists of or conprises nmatter which may

1 Ser. No. 74/461,397, filed on Novenber 10, 1993, which alleges dates
of first use of 1990. Registration is sought under the provisions of
Section 2(f) of the Trademark Act, 15 U.S.C. §1052(f), on the basis of

a claim of acquired distinctiveness as the result of five years of

substantially exclusive and continuous use of the mark in commerce.

Such a claim, which the Examining Attorney has accepted, was submitted

in order to overcome a refusal on the ground that applicant's mark is

merely descriptive of its goods within the meaning of Section 2(e)(1)

of the Trademark Act, 15 U.S.C. 81052(e)(1).
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fal sely suggest a connection with the institution of the Sw ss
mlitary in violation of Section 2(a) of the Trademark Act, 15
U.S.C. 81052(a). Registration also has been finally refused
under Section 2(d) of the Trademark Act, 15 U.S.C. §1052(d), on
the basis that applicant's mark, when applied to its goods, so
resembles the mark "SWISS ARMY," which is registered for
"watches," 2 as to be likely to cause confusion, mistake or
deception.

Applicant has appealed. Briefs have been filed and an
oral hearing was held. We affirm the refusals to register.

Turning first to the refusal under Section 2(a), the
Board, in In re Cotter & Co., 228 USPQ 202, 204 (TTAB 1985),
delineated the following as the standard which an Examining
Attorney must meet in order to support a refusal on the basis
that a mark "falsely suggests a connection” within the meaning of
Section 2(a):

[l]t is the Examining Attorney's burden

to show that the mark sought to be registered

IS unmistakably associated with a particular

"persona.” In order to do this, an Examining

Attorney must show that the mark sought to be

registered is the same or a close

approximation of the name or identity of a

person, living or dead, or of an institution

and that it would be recognized as such. It

must also be clear that the person or

institution identified by the mark is not

connected with the goods or services

performed by [the] applicant under the mark.

Finally, it must be shown that the fame or

reputation of the named person or institution

is of such a nature that a connection with
such person or institution would be presumed

2 Reg. No. 1,734,665, issued on Novenber 24, 1992, which sets forth
dates of first use of June 1987 affidavit 88 accepted.
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when the applicant’s mark is used on its
goods or services.

Such test has been repeatedly applied by the Board and remains
the standard for determ ning whether a nark fal sely suggests a
connection with a person or institution. See, e.g., Inre
Welinski, 49 USPQ2d 1754, 1757 (TTAB 1998); In re Sl oppy Joe’s
International Inc., 43 USPQ2d 1350, 1353 (TTAB 1997); In re North
Aneri can Free Trade Associ ation, 43 USPQR2d 1282, 1284 (TTAB
1997); In re Kayser-Roth Corp. 29 USPQ2d 1379, 1384-85 (TTAB
1993); and In re Nucl ear Research Corp., 16 USPQ2d 1316, 1317
(TTAB 1990).

Applicant, relying principally upon a February 20, 1998
declaration of its president, Thomas E. Hi ggins, in support of
its contention that its nmark is registrable, insists that: "The
Exam ni ng Attorney cannot denonstrate that appellant’s nmark is
unm st akably associated with the Swiss mlitary, because, quite
sinply, no institution naned the "Swiss mlitary exists." 1In
particular, we note that M. Hi ggins avers that:

6. During ny years of working in the

wat ch business on Precise’s behalf, | have

had nuner ous di scussions with watch

manuf acturers, retailers, distributors,

consuners and our conpetitors in the watch

busi ness. Based on this experience, |

bel i eve that consuners and the trade

recogni ze the trademark SWSS MLITARY as a

brand of watches sold by Precise. Simlarly,

In my experience in the watch business, no

one has ever asked ne whether SWSS M LI TARY

wat ches are associated with the Swi ss Defense

Department or any branch of the Swi ss arned

forces or Swi ss governnent. Consequently, |

do not believe that the SWSS M LI TARY

trademark i s understood by the public or the

trade as neani ng wat ches of the same type as
are used by the Swiss arned forces or watches
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that are associated in some way with the

Swi ss arnmed forces. Moreover, there is no
organi zati on having the nane Swiss Mlitary;
there is only a Swi ss Defense Departnent,
Swss Arny, Swiss Air Force and Sw ss Navy.

Appl i cant al so maintains that none of the excerpts nade
of record fromthe "NEXIS" el ectroni c database "support[s] the
proposition that a unitary institution, the "Swiss mlitary,’
exists" or that "there is a unitary institution known as the

"Swiss mlitary. Mor eover, according to applicant:

"The mlitary" is, at nost, an
epheneral , catchall description, a shorthand
generalization used to refer to the arned
forces as a whole for matters of convenience.
Peopl e use the word ... as this catchal
phrase because it is easier than saying "the
arny, navy, air force, and marines," not
because an identifiable, unitary institution
called "the mlitary" actually exists.

Applicant additionally argues that, even if the "NEXI S
excerpts "denonstrate the exi stence of an institution known as
the "Swiss MIlitary,’ a Section 2(a) refusal is appropriate only
If there is just one entity with which the proposed nmark is
associated."3 Here, applicant contends, "the term’ Sw Sss

Mlitary does not uniquely identify any one branch of the Sw ss

3 Applicant further asserts that, as shown by the record, "the Patent
and Trademark O fice has recognized that narks that are identical to
the names of actual branches of the Swiss arnmed forces are registrable
under Section 2(a)," such as a registration for the mark "SWSS NAVY"
for mlitary type shirts and registration for the mark "SWSS ARW"

for sunglasses as well as watches. It should be pointed out, however,
that while consistency of examination is desirable, each case nust
ultimately be decided on its on nmerits. See, e.d., In re Pennzoil

Products Co., 20 USPQ 1753, 1758 (TTAB 1992). The exi stence,
therefore, of a fewthird-party registrations, including the cited
Section 2(d) reference, sinply is not dispositive as to Patent and
Tradenmark OFfice practice with respect to registrability of the sane
or simlar marks. See, e.g., Inre Qik-Print Copy Shop, Inc., 616
F.2d 523, 205 USPQ 505, 507 (CCPA 1980) at n. 8; and In re Inter-State
Gl Co., Inc., 219 USPQ 1229, 1230-31 (TTAB 1983).
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government” nor in any event could that term"uniquely point to
an institution because any such use by the Sw ss governnment woul d
be a generic use of "Swiss mlitary'" to "describe the Sw ss
armed forces".4 Applicant also asserts that the Exam ning
Attorney "has not presented any evidence suggesting that even a
si ngl e consuner woul d presune, upon view ng appellant’s SWSS
M LI TARY wat ches, that the (non-existent) "Swiss mlitary’ is
connected to those watches. "5

Whil e we concur with applicant that the "NEXl S"
excerpts relied upon by the Exam ning Attorney are generally of
limted probative value insofar as establishing what significance
the term"SWSS M LI TARY" would have to consuners in the United

States,® we neverthel ess agree with the Exam ning Attorney that,

4 Al t hough applicant maintains, as evidenced by the declaration of its
associ ate counsel, Susan Loring Crane, and an exhibit thereto, that
"the fact that appellant has registered SWSS M LI TARY for watches in
Switzerland itself, without conplaint fromthe Swi ss governnent," is
"[ p] erhaps nost persuasive" of its entitlenment to registration of its
mar k here, there has been no showing that, under Swiss |aw, the
governnment of Switzerland would be pernmitted to object to or otherwi se
preclude the issuance of such a registration to applicant nor does
such inactivity constitute a formal consent to registration here.

5 In fact, applicant urges, based upon six formdeclarations from
"experts with a conbined 93 years of experience in the retail watch
field," that "consuners associate SWSS MLITARY with appellant and
its watches, not with the Sw ss governnent," and that the Exam ning
Attorney, by accepting applicant’s claimof acquired distinctiveness
under Section 2(f), "has recogni zed that consuners associ ate SW SS

M LI TARY on watches with appellant”. The fact, however, that the
Exami ni ng Attorney accepted such claimfor the purpose, as previously
noted, of overcom ng the refusal on the basis of nere descriptiveness
does not nean that the refusal on the ground of falsely suggesting a
connection with an institution can be traversed in such a manner since
a refusal under Section 2(a) is a bar which is not subject to being
overcome by resort to the provisions of Section 2(f).

6 W primarily reach such conclusion due to the fact that many of the
articles excerpted appear to be fromforeign periodicals and wire
services. Because there is no evidence either that such sources, in
the case of foreign publications, have a significant circulation anong



Ser. No. 74/461, 397

as used in connection with watches, such termwould be
unm st akably associated with the arned forces or mlitary
services of Switzerland. |In particular, we find first of al
that, in light of various dictionary definitions and the
denonstrated manner in which applicant markets its goods, the
term"SWSS M LI TARY" constitutes--and woul d be recogni zed as--
the name or identity of an institution of the Swi ss governnent,

specifically, the Swiss mlitary. W judicially notice,? for

exanple, that Webster’s Third New International Dictionary (1993)
lists the term"mlitary"” in relevant part as a noun neaning "1
ARMED FORCES : military branches of governnent ... <different

branches of the ~> ...," while The Anerican Heritage Dictionary

(1992) |ikew se defines such termas signifying "1 Arned forces

." and The Random House Dictionary of the English Language (2d

ed. 1987) defines it as "7. the mlitary, a. the mlitary

establi shnent of a nation; the arnmed forces."

the general consuming public in the United States or, in the case of
wire service articles, that the stories therein have been printed in
publications of general circulation, it cannot be assuned that the
articles excerpted therefromhave had any material inpact on consuner
perception as to the nmeaning in the United States of the term"SWSS
M LI TARY". See, e.g., In re Appetito Provisions Co. Inc., 3 USPQd
1553, 1555 (TTAB 1987) at n. 6; Inre Men's Int’| Professional Tennis
Council, 1 USPQd 1917, 1918-19 (TTAB 1986); and In re Bel Paese Sal es
Co., 1 USPQd 1233, 1235 (TTAB 1986).

71t is well settled that judicial notice may be taken of dictionary
definitions. See, e.qg., University of Notre Danme du Lac v. J. C
Gournet Food Inports Co., Inc., 213 USPQ 594, 596 (TTAB 1982), aff’'d
703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983); and Hancock v. Anmerican
Steel & Wre Co. of New Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA
1953).



Ser. No. 74/461, 397

Thus, and al though there may be no institution, as
attested to in the February 20, 1998 declaration of applicant’s
president, which is formally or officially named the "Sw ss
Mlitary," the average custoner for watches woul d undoubtedly
understand the term"SWSS M LITARY," in view of the foregoing
definitions, as collectively denoting the arned forces of
Switzerland. The record, noreover, fails to show that such term
has any ot her plausible or well-known nmeaning. This case,
therefore, is unlike the situation in University of Notre Dane du
Lac v. J.C. Gournet Food Inports Co., Inc., 703 F.2d 1372, 217
USPQ 505, 509 (Fed. Cir. 1983), in which the term "NOTRE DAME"
was associated not only with a university, but also identified a
famous and sacred religious figure and was used in the nanes of
churches dedicated to Notre Dane, such as the Cathedral of Notre
Dane in Paris, France. It thus could not be said that the only
"person” or "institution" which the name "NOTRE DAME" possibly
identified was the university and that the nere use thereof by
anot her for cheese appropriated the university' s identity. Here,
and notw thstanding the beliefs stated by M. Higgins and others
in the retail watch industry that--for reasons whi ch have not
been satisfactorily expl ained--persons famliar wth watches
recogni ze the term"SWSS M LI TARY" as a brand of watches sold by
applicant and do not regard such termas associated wth the

Swi ss arnmed forces or governnent,8 the connotation projected

8 Each of the declarants other than applicant’s president clainms to be
"very knowl edgeabl e about the retail watch industry as a result of
havi ng worked many years in the industry" and, anmong other things,
avers in conclusory fashion that:
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thereby is solely that of the institution consisting of the Sw ss
arnmed forces, which is uniquely known as the "Swiss mlitary."
The fact, furthernore, that the term"SWSS M LI TARY"
does not specify a particular branch of the Swiss arned forces or
def ense establishnment, such as the Swiss Arny, Swiss Air Force,
Swi ss Navy or Swi ss Defense Departnent, does not nean that it is
epheneral or otherw se too anorphous to particularize or be the
nane of a Swi ss governnent institution. The term"SWSS
M LI TARY" refers precisely to the arnmed forces of Switzerland and
no nore specificity is necessary. Moreover, such term contrary
to applicant’s contention, is not generic; rather, it is a proper
noun, in that it names a particular nation’s (Switzerl and’s)
mlitary establishnment, and is not a common noun, which by
contrast woul d designate a type of mlitary institution.
Applicant’s reliance on the case of National Aeronautics and
Space Admi nistration v. Bully H Il Vineyards, 3 USPQ2d 1671, 1676
(TTAB 1987), which anong other things held that the term " SPACE
SHUTTLE" for w ne does not falsely suggest a connection w th NASA
because such term being generic for space transportation and
rel ated activities perfornmed by NASA, cannot point uniquely and

unm stakably to any one entity, is consequently m spl aced.

4. Based upon ny experience, | believe that persons
famliar with retail watches associate the mark SW SS
M LI TARY wi th Wenger watches manufactured and sold by
Preci se International

5. Based on my experience, consunmers do not
associate the SWSS MLITARY with the Swi ss government.
Rat her, consunmers have cone to associate the mark SW SS
M LI TARY wi th Wenger watches manufactured and sold by
Preci se International. ..
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Additionally, the record plainly shows that, not only
Is there a style or type of watch which is known as a mlitary
wat ch, but that applicant, as the Exam ning Attorney has pointed
out, pronotes its watches of that kind as being "genuine" and
"standard issue,"” thereby | eading consuners to believe that its
"SW SS M LI TARY" goods are associated in sone fashion with the
Swss mlitary. |In particular, there are nunerous excerpts, of
which the follow ng are representative, fromarticles retrieved
by the Exam ning Attorney froma search of the "NEXIS'" dat abase
which refer to a "mlitary watch" (enphasis added):

"Qt her watch conpani es courting the

wonen’ s wat ch busi ness included Bl ancpai n,
with a newretro mlitary watch called Fly

Back, introduced for nen and wonen ...." --
WAD, April 29, 1996;

"There are | arge-faced Russi an
mechanical mlitary watches ...." -- Hartford
Courant, June 21, 1995;

"["]Wo is she? a bew | dered vendor at
the GUM departnment store asked when
phot ogr aphers repeatedly snapped Canpbel |
buying sone mlitary watches in a souvenir-
hunting quest." -- Austin Anmerican-Statesnman,
April 24, 1995; and

“In | ow dosages, tritiumis not

considered harnful to people. It was used to
make green, |lum nescent dials for mlitary
watch faces ...." -- Providence Journal -

Bulletin, February 7, 1995.
Mor eover, applicant’s advertising literature for its watches, as
t he Exami ning Attorney accurately observes, highlights various
features, such as tritium hands and nunerals for nighttine

vi sion, water resistance and rugged, all-weather bands, which
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suggest that the goods are suitable for Swiss mlitary or other
armed forces use in addition to general outdoor or sports use.
Applicant also fosters a belief anpbng consuners that
Its watches are indeed associated with the Swiss mlitary by
often marketing its watches in conjunction with its Sw ss Arny
kni ves. The face of applicant’s "SWSS M LI TARY" watches, |ike
the body of its Swiss Arny knives, promnently features a white-
cross-on-a-red-field synbol (shown at [eft below), which we note
bears a striking resenblance to the white-cross-on-a-red-field

flag of Switzerland® (reproduced at right bel ow):

When used in such context, the term"SWSS MLITARY" clearly
woul d name, or signify the identity of, only the Sw ss arned
forces or mlitary and, hence, it would be recogni zed by
consuners solely as such. See, e.qg., In re Juleigh Jeans
Sportswear Inc., 24 USPQ2d 1694, 1698 (TTAB 1992) [when stylized
"LONDON LONDON' mark is used for clothing in the context of

hangt ags featuring a representation of a London policeman, in the
recogni zabl e uni form of a bobby, and depicting the nonetary
synbol for the English pound, "there sinply is no doubt that the
public woul d associ ate applicant’s clothing with London, Engl and

and would regard the ... manner in which applicant’s mark

9 Random House Dictionary of the English Language, supra, "ATLAS OF THE
WORLD' at 31

10
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di splays the terns ' LONDON as evocative of the latest in the
contenporary fashion designs for which London is well known"].

As to the requirenent, for purposes of establishing
that a mark fal sely suggests a connection with a person or
institution, that the person or institution identified by the
mark i s not connected with an applicant’s goods or services, the
record is clear that, while applicant’s goods are Swi ss madel0
and Swtzerland is known for its watches and ot her horol ogical
instrunments,11 it is clear fromthe record that applicant’s
wat ches are not authorized by or otherwi se officially connected
wth the Swiss mlitary. Applicant, in fact, has stated in its
initial response to the Section 2(a) refusal that its watches
primarily "are not intended for sale to or use by the Sw ss
mlitary". Thus, another prong of the test for whether a mark
fal sely suggests a connection wth an institution has been net.

Finally, with respect to the remaining el enent required
for a valid refusal under Section 2(a), we agree with the
Exam ning Attorney that applicant’s watches, including mlitary
wat ches, are goods of the type and character which custoners
woul d associate with the Swiss mlitary. This is because, as the
Exam ni ng Attorney persuasively argues:

[ T] he success of any mlitary operation

depends in part on precision and timng. An

accurate tinmepiece is essential in any
mlitary operations [sic] whether on | and,

10 Applicant’s president attests in an COctober 19, 1994 declaration
that: "Applicant’s watches are made in Switzerland."

11 For exanple, the excerpt of record from Wbster’s New Geographica
Dictionary (1988) sets forth "watches and cl ocks" as being anong the
"[c] hief products" included under the listing for "Switzerl and".

11
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sea or air. Because of such requirenent,

mlitary watches have becone known for

accuracy and ability to illum nate during

dar kness.
Purchasers and potential customers for watches, especially those
interested in mlitary watches, would therefore be nm sled by
applicant’s use of the term"SWSS MLITARY" into fal sely
presum ng a connection, in the sense of sponsorship, approval,
support, authenticity or the |like, between applicant’s watches
and the institution of the Swiss mlitary. While perhaps, unlike
the arned services of Geat Britain or France, the Swiss mlitary
may not necessarily be fanmpbus or well known in the United States,
its reputation, as shown by the record, is sufficient that
consuners woul d know what the Swiss mlitary is and associ ate
applicant’s "SWSS M LI TARY" watches with the Swiss mlitary.
Moreover, and in any event, the inherent meaning of the term
"SWSS MLITARY" is such that consunmers woul d know precisely that
the termrefers to the armed forces of Switzerland and, because
the termunm stakably points to the recogni zable institution of
the Swiss mlitary and no other "persona," consuners woul d
falsely assune, in light of the nature of applicant’s goods, that
its watches are in sonme nmanner endorsed by or connected with the
Swiss mlitary.

Turning to the refusal under Section 2(d), we agree
with the Exami ning Attorney that, upon application of the
rel evant factors set forth inInre E. |I. du Pont de Nenours &

Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1973), confusion is

likely fromthe contenporaneous use of the marks "SWSS M LI TARY"

12
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and "SWSS ARW" in connection with "watches". |In particular,

not only are the respective goods--as set forth in the
application and cited registration--identical, but the respective
mar ks- -when considered in their entireties--are substantially
simlar in sound, appearance and, especially, connotation. As to
the latter, the record contains a definition of the word "arny"

fromthe Random House Unabridged Dictionary (2d ed. 1993), which

lists such termin pertinent part as a noun neaning "1 the
mlitary forces of a nation, exclusive of the navy and in sone
countries the air force." W also judicially notice that,

i kew se, Webster’s Third New International Dictionary (1993)

defines such word in relevant part as a noun connoting "1 ... C
often cap : the conplete mlitary organi zation of a nation for

| and warfare <the ~ of the U S. > " while The Anerican Heritage

Dictionary (1992) sets forth the word "arny" as signifying "1 ...
b. Oten Arny. The entire mlitary land forces of a country.”

In view thereof, and in light of the previously noted
definitions of the word "mlitary" as neaning a nation’s arned
forces or mlitary establishnment, including the branches thereof,
It is readily apparent that the marks "SWSS M LI TARY" and " SW SS
ARMY" are not only substantially simlar in connotation, but
overall engender substantially the sanme commercial inpression,
particularly since the Swiss Arny is a branch of the Sw ss
mlitary. Applicant, in fact, concedes in its April 9, 1997
request for reconsideration that its "SWSS MLITARY" mark is

"conceptually simlar" to registrant’s "SWSS ARW" mark

13
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Consuners encountering such marks in connection w th watches
woul d thus be likely to believe that the goods of applicant and
regi strant emanate fromor are sponsored by the same source.

A trade journal article, submtted by applicant as part
of Exhibit 1 to M. Hi ggins' February 20, 1998 decl arati on, 12
supports the conclusion that contenporaneous marketing of watches
under the marks "SWSS M LI TARY" and "SWSS ARW" is rife with
prospects for confusion to occur as to the origin or affiliation

of such goods. Specifically, a story appearing in Anerican Tine,

entitled "PRECI SELY WHO | S PRECI SE | NTERNATI ONAL?," tellingly
recounts that:

I S EVERYTH NG PERFECTLY CLEAR?
Preci se International and Swi ss Arny

Brands Inc. ... (the firmchanged its nane
fromthe Forschner Group | ast year) are arch
rivals.

Both distribute Swiss Arny knives and
Swi ss-Arny rel ated watches. Both have the
right to use the Swiss Arny name on certain
products. Consequently, it’'s easy to be
confused about who distributes what. To
di stingui sh between the two firnms, you have
to, well, be precise.

The confusion stens fromthe fact that
there are two official manufacturers of
knives for the Swiss arny: Victorinox and
Wenger. Both have been supplying knives to
the Arny since the 1890s.

Preci se distributes Wenger Sw ss Arny
knives. Sw ss Arny Brands distributes
Victorinox Swiss Arny knives. The way to
tell the difference is that Wnger is the
Genui ne Swiss Arny knife while Victorinox is
the Oiginal Swiss Arny knife. (I am not
making this up. Switzerland s great
Conmprom se of 1908 gave Wenger the right to

12 According to applicant’s president, such exhibit, which consists of
"[a] collection of publicity that appeared in 1997 regardi ng SWSS

M LI TARY WATCHES, " evi dences that "SWSS M LI TARY wat ches have been
the subject of extensive unpaid publicity." (H ggins February 20,
1998 Declaration, 15.)

14
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use the word "genuine"” in its marketing; the
right to use the word "original" went to
Vi ctorinox.)

It’s even nore confusing wth watches:
Preci se distributes watches bearing the nane
and fanous white-cross-on-red-field synbol of
the Swiss Arny knives they distribute. But
if Precise--or you--call them Sw ss Arny
wat ches, that inpression wll land you in a
nasty lawsuit with Swiss Arny Brands. That'’s
because Swi ss Arny Brands distributes watches
called Swiss Arny Watches. |t was snart
enough to register the nane "Swi ss Arny" for
wat ches, even though it has no connecti on
what soever to the actual Swiss Arny. So
Precise calls its watches Swiss Mlitary
wat ches, not Swi ss Arny watches. You, of
course, see the difference.

Preci se al so distributes Switzerland s
Revue Thonmen brand, which, nmercifully, has
nothing to do with the Swiss mlitary.
(Except that it does happen to be the
official timer of a famed | ong-di stance
Al pi ne ski race invented and organi zed by
the, forgive the expression, Sw ss Arny.)

You don’t need an advanced degree in
corporate law or |inguistics to understand
all this. But it helps.

Applicant counters, however, by arguing that registrant
has consented to applicant’s use of the "SWSS M LI TARY" nmark for
wat ches and that, in view of such decisions as In re Four Seasons
Hotel s Ltd., 987 F.2d 1565, 26 USPQ2d 1071, 1072 (Fed. G r. 1993)
and Amal ganmat ed Bank of New York v. Amal gamated Trust & Savi ngs
Bank, 842 F.2d 1270, 6 USPQd 1305, 1307 (Fed. Cir. 1988),
regi strant’ s consent should be treated as being dispositive of a
finding of no likelihood of confusion. Specifically, applicant
mai ntains that, as attested to, in pertinent part, in the Apri
19, 1994 declaration of applicant’s president:

2. ... Swiss Arny Brands, Ltd., the
owner of Registration No. 1,734, 665 of the

mark SWSS ARMY for watches, is a division of
The Forschner G oup, Inc. (“Forschner“).

15
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3. In 1989 representatives of
applicant and Forschner net to discuss the
use by applicant and Forschner of SWSS
M LI TARY and SW SS ARMY, respectively, for
wat ches. The results of that neeting were
menorialized in a letter fromJanmes W
Kennedy, President of Forschner, to John C.
Bergeron, then Chief Executive Oficer of
applicant. A copy of that letter ... is
attached hereto as Exhibit 2.

4. Applicant has been using SWSS
M LI TARY as a trademark for watches since at
| east as early as 1990 until the present.
During that tinme, applicant has been nade
aware of no instances of actual confusion
between its mark and SWSS ARMY. Nor has
applicant received any protest or conpl aint
from Forschner or Swiss Arny Brands, Ltd.

Exhibit 2, referred to above, is dated August 29, 1989
and provides as follows (enphasis added):

Both Ron ... and | would like to thank
you for visiting with us last Thursday ...
and appreciate the frank and open di scussion
we had regarding the Swi ss Arny Watch.

The |ine of watches under the brand
"Swi ss Arny" which we introduced and sold to
the trade earlier this year will have its
introductory rollout this Fall. W also
understand that you plan to offer a watch
sourced from... Switzerland to your
custoners.

We appreciate your understandi ng of the
i ssues on the term"Swiss Arnmy Watch". W
understand that you will use the term"Sw ss
MIlitary Watch" rather than "Sw ss Arny
Wat ch"” to describe your product ... on the
watch itself, [its] packaging, as well as any
acconpanying literature or catalogs. W do
under st and, however, that your new catal og
features this watch with the words "Sw ss
Arny" on the watch face, although the words
"Swss Mlitary Watch" are used in the copy
to describe this product. Future catal ogs
will feature a watch face with the term
"Swiss Mlitary Watch".

Agai n, thank you very nuch for taking
the tine to discuss this matter in such great
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detail. | amcertain that this solution wl|

work to the benefit of both of us.

Applicant additionally points to the facts disclosed in
the April 8, 1997 declaration fromits vice president and chi ef
financial officer, Kennith C. Johnson, which anbong ot her things
states that applicant has continuously used its "SWSS M LI TARY"
mark in connection with the advertising, distribution and
offering for sale of watches since at |east as early as Cctober
of 1989; that since that tinme, applicant has sold al nost three
mllion "SWSS M LI TARY" watches, deriving between $120 m | lion
to $130 million in revenue therefrom and that since 1989
appl i cant has expended nore than ten mllion dollars in
advertising and pronoting its "SWSS M LI TARY" wat ches, including
between two million dollars and three mllion dollars expended on
cooperative advertising with the retailers of its goods. The
February 20, 1998 declaration fromapplicant’s president, besides
noting that the foregoing sales figures represent whol esal e
val ues and that such goods sold at retail for between $280
mllion to $300 m|Ilion, further indicates that in 1997,
applicant sold in excess of 700,000 of its "SWSS M LI TARY"
wat ches in the United States, representing $34 mllion in revenue
to applicant and a retail value of approximately $75 mllion,
with applicant’s advertising and pronotional expenditures for
such goods totaling nearly two and a half mllion dollars. These
anounts, applicant maintains, denonstrate that confusion as to
source or origin with respondent’s "SWSS ARW" watches is not

likely to take place and that respondent’s consent to applicant’s
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use of the mark "SWSS M LI TARY" for watches should be given
controlling weight.

We concur with the Exam ning Attorney, however, that
the purported consent fromrespondent is at best nothing nore
than a nere "naked consent” inasnuch as, besides being a
uni | ateral statenent signed on behalf of registrant rather than a
bilateral agreenment, it is lacking in any detail ed provisions as
to why confusion is believed not to be likely and does not
delineate any action which is to be taken in the event that
confusion should occur. Conpare In re Mastic Inc., 829 F.2d
1114, 4 USPQ2d 1292, 1295 (Fed. Cr. 1987) with In re Four
Seasons Hotels Ltd., supra at 26 USPQ2d 1073.

More fundamentally, even if such consent were to be
regarded as being prem sed upon consideration of marketpl ace
realities and thus as being reflective of nore than sinply an
arrangenent or understandi ng between applicant and registrant in
avoi dance of the necessity for a license, it nust be renenbered
that the issue of |ikelihood of confusion is determ ned on the
basis of the goods (and/or services) as identified in the
respective application and cited registration, regardl ess of what
the record may reveal as to the particular nature of those goods
(and/or services), their actual channels of trade, or the class
of purchasers to which they are in fact directed and sold. See,
e.g., Octocom Systens Inc. v. Houston Conputer Services Inc., 918
F.2d 937, 16 USPQ2d 1783, 1787 (Fed. Cr. 1990); and Canadi an
| mperi al Bank of Commerce, N. A v. Wells Fargo Bank, 811 F. 2d
1490, 1 USPQ2d 1813, 1815-16 (Fed. Cr. 1987). In particular, it
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Is well settled that, absent any specific limtations or
restrictions in the identifications of goods (and/or services) as
listed in the applicant’s application and the registrant’s
registration, the issue of |ikelihood of confusion nust be
determned in light of consideration of all normal and usual
channel s of trade and nethods of distribution for the respective
goods (and/or services). See, e.g., CBSInc. v. Mrrow, 708 F.2d
1579, 218 USPQ 198, 199 (Fed. Cir. 1983); Squirtco v. Tony Corp.
697 F.2d 1038, 216 USPQ 937, 940 (Fed. GCir. 1983); and Paul a
Payne Products Co. v. Johnson Publishing Co., Inc., 473 F.2d 901,
177 USPQ 76, 77 (CCPA 1973).

Here, both applicant’s goods and those of registrant
are identified, without limtation or restriction, as "watches,"
an identification which plainly enconpasses all types of watches,
including mlitary watches sold at a wide range of price points,
and all normal and usual trade channels and distribution nethods
for watches. W nust, accordingly, base our approach to the
I ssue of whether there is a |ikelihood of confusion on
consideration of the entire market for watches and, as stated in
Canadi an I nperial Bank of Commerce, N. A v. Wlls Fargo Bank,
supra at 1 USPQ2d 1816, such "is precisely the approach” which is
required and "nothing in du Pont ... is inconsistent with it."

In this case, the asserted consent by registrant, as
the owner of the "SWSS ARW" mark for "watches," to applicant’s
unfettered use of the "SWSS M LI TARY" mark for "watches" is
vitiated by the adm ssion, in applicant’s reply brief, that in

reality applicant and registrant "nmarket their products at
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different prices and through different trade channels." For
exanple, as confirmed in the article fromthe trade publication

Anerican Ti ne:

Since it couldn’'t use "Sw ss Arny" on

its watches, Precise opted for "Wgner Sw ss

Mlitary." 1t put the Wegner |ine where

Forschner wasn’t, in mass market outlets. In

1993 Precise had its first watch hit with

"Standard |ssue,” a $100 watch which remains

its top-selling piece.
Thus, notw thstanding that, since 1989, applicant has experienced
appreci abl e sales of its goods and has expended consi derabl e suns
on their advertisenment and pronotion, its |lack of awareness of
any instances of actual confusion is explained by the fact that
Its watches and those of registrant do not truly overlap in the
mar ket pl ace, rather than by the claimthat the respective marks,
al t hough used on identical goods, are not confusingly simlar.

Finally, applicant insists that confusion is not likely
because purchasers of watches are sophisticated and careful
consuners, citing In re Leonard S. A, 2 USPQ2d 1800, 1802 (TTAB
1987), in which the Board observed that "watches ... are itens
that are generally not inpulse type products but, rather,
constitute goods that may be said to be purchased by relatively
sophi sticated[,] discrimnating purchasers who ... can be
expected to exercise sonme care in purchasing these goods."
Wat ches, however, are obviously products which cover an
exceedingly wi de spectrumof prices, ranging fromrelatively
I nexpensi ve nodel s which would be found in nmass market outlets to

very high priced tinepieces sold in fine jewelry stores.

Consequently, customers for watches woul d include consuners of
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all kinds, including ordinary purchasers as well as those who, as
the cost of the contenpl ated purchase becones nore expensive,
woul d be expected to be nore prudent and sophisticated in their
buyi ng deci sions. Neverthel ess, even assum ng that the purchase
of a watch typically involves the exercise by consuners of a
significant |level of care and deliberation, suffice it to say
that such discrimnation "does not necessarily preclude their
m st aki ng one trademark for another" or that they otherw se are
entirely imune fromconfusion as to source or sponsorship.
W ncharger Corp. v. Rinco, Inc., 297 F.2d 261, 132 USPQ 289, 292
(CCPA 1962). See also In re Deconbe, 9 USPQ2d 1812, 1814-15
(TTAB 1988); and In re Pellerin MInor Corp., 221 USPQ 558, 560
(TTAB 1983). Thus, even sophisticated and careful shoppers, who
are famliar or acquainted with registrant’s "SWSS ARW" mark
for watches, would be likely to believe, upon encountering
applicant’s substantially simlar "SWSS M LI TARY" mark for
wat ches, that such legally identical goods enanate from or are
sponsored by or affiliated with, the sanme source.

Deci sion: The refusals under Sections 2(a) and 2(d)

are affirned.

G D. Hohein

B. A Chapman

G F. Rogers
Adm ni strative Trademark Judges,
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Trademark Trial and Appeal Board
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